United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/534,395 



05/10/2005 



25889 7590 11/27/2006 

WILLIAM COLLARD 
COLLARD & ROE, P.C. 
1077 NORTHERN BOULEVARD 
ROSLYN, NY 11576 



Mark A Weber 



WEBER, M.A 1 PCT 



2857 



EXAMINER 



PRITCHETT, JOSHUA L 



ART UNIT 



PAPER NUMBER 



2872 

DATE MAILED: 11/27/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



utticb Action summary 


ADDlication No 

10/534,395 


ADDlicant/sl 

WEBER, MARK A 


Examiner 

Joshua L. Pritchett 


Art Unit 

2872 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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1 )K Responsive to communication(s) filed on 10 May 2005 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) E3 Claim(s) 1-15 is/are pending in the application. 
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6) ^ Claim(s) 1-15 is/are rejected. 

7) E3 Claim(s) 1-15 is/are objected to. 
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Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
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DETAILED ACTION 

This action is in response to Preliminary Amendment filed May 10, 2005. Claims 3-15 
have been amended as requested by the applicant. 

Specification 

The disclosure is objected to because of the following informalities: the specification 
contains no reference to the equalization length as claimed in claims 6 and 7. 
Appropriate correction is required. 

Information Disclosure Statement 

The information disclosure statement filed May 10, 2005 fails to comply with 37 CFR 
1 .98(a)(2), which requires a legible copy of each cited foreign patent document; each non-patent 
literature publication or that portion which caused it to be listed; and all other information or that 
portion which caused it to be listed. It has been placed in the application file, but the information 
referred to therein has not been considered. The foreign patent and the non-patent literature 
document were not included and therefore have not been considered. The US patent references 
have been considered as shown in the PTO-1449. 



Claim Objections 
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Claims 1-15 are objected to because of the following informalities: 

Regarding claim 1 , claim 1 states "the latter" it is not entirely clear which element the 

applicant is intending to refer to as "the latter." Examiner is interpreting "the latter" to be the 

microscope body. 

Regarding claim 15, claim 15 states, "in other words focusing." The claim is unclear 
whether applicant intends to claim focusing or merely adjustment of the distance between the 
lens and the internal surface of the cylinder which could be accomplished by moving the cylinder 
into and out of the cylinder which would adjust the distance between the bottom surface of the 
cylinder and the lens. 

The remaining claims depend from claim 1 and inherit the deficiencies thereof. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-5, 8-10 and 12-15 rejected under 35 U.S.C. 102(b) as being anticipated by West 
(US 4,963,018). 
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Regarding claim 1, West discloses method in computer-controlled confocal microscopy, 
for producing three-dimensional surface images of the internal surfaces of cylinders in engine 
blocks (col. 1 lines 60-65), by using a confocal microscope having a microscope body (Fig. 1), a 
tube (11) attached to the microscope body and having a lens (46), which is preceded by a 
deflection optical system (41 or 44) having a horizontal translator (col. 3 line 62 -col. 4 line 10). 

Regarding claim 2, West discloses a deflection optical system located ahead of the lens 
(Fig. 2). 

Regarding claim 3, West discloses the deflection optical system consists of a reflection 
prism (41). 

Regarding claim 4, West discloses the deflection optical system consists of a surface 
mirror (44). 

Regarding claim 5, West discloses the deflection optical system deflects the beam by less 
than 90-degrees (44; Fig. 2). 

Regarding claim 8, West discloses the lens can be moved by means of a piezo setting 
element (col. 6 lines 53-55). 

Regarding claim 9, West discloses the lens can be moved by means of a stepper motor 

(15). 

Regarding claim 10, West discloses a device for attaching and adjusting the computer- 
controlled confocal microscope to be moved into cylinders of engine blocks, to measure the 
internal surfaces of the cylinders (col. 3 lines 45-55). 

Regarding claim 12, West discloses the microscope can be moved into the cylinder by 
means of a linear guide (col. 3 lines 34-40). 
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Regarding claim 13, West discloses the microscope is adjustable and can be fixed in 
place with regard to the insertion depth, by means of the linear guide (col. 3 lines 34-60). 

Regarding claim 14, West discloses the attachment device of the adjustment device 
allows a rotation about the cylinder axis (col. 2 lines 20-25). 

Regarding claim 15, West discloses the attachment allows an adjustment of the distance 
between the lens an the internal surface of the cylinder, in other words focusing (col. 3 line 62 - 
col. 4 line 10). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 6, 7 and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over West 
(US 4,963,018). 

Regarding claims 6 and 7, West teaches the invention as claimed but lacks reference to 
the equalization length. The current specification fails to mention equalization length. The 
examiner therefore is interpreting the equalization length to be similar to that of the focal length. 
West teaches the focus of the microscope is adjustable (col. 3 line 62 - col. 4 line 10). Therefore 
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it would be within the skill of one of ordinary skill in the art at the time the invention was made 
to have the focal length be a wide range of distances including 45mm and shorter distances. It 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
have the West reference have the claimed equalization length as suggested by West for the 
purpose of viewing the wall of the cylinder at different distances to obtain an in-focus image of 
the cylinder wall. 

Regarding claim 1 1 , West teaches the invention as claimed but lacks reference to a clamp 
or screw attachment. West suggests the use of a positioner (13) on the microscope. The tabs 13 
as seen in Fig. 2 act very similar to a clamp because the tabs act to hold the microscope in place 
relative to the cylinder during inspection of the cylinder wall. The examiner interprets the tabs 
as taught by West to be an obvious equivalent of a clamp. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have the West invention include a 
clamp for the purpose of more securely holding the microscope in place relative to the cylinder 
being inspected. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joshua L. Pritchett whose telephone number is 571-272-2318. 
The examiner can normally be reached on Monday - Friday 7:00 - 3:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Drew A. Dunn can be reached on 571-272-2312. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Joshua L Pritchett 
Examiner 
Art Unit 2872 



